REMARKS 



Prior Art Rejections Under 35 USC 102: 

The Examiner has rejected claims 40-52 as being anticipated by one or both of U.S. 
Patent No. 4,205,679 to Repke and Japanese patent No. 4-35498 to Kenji. Applicants have 
cancelled claims 41 and 42 and amended claim 40 to recite the limitations thereof. 
Applicants have further amended claims 44 and 46-5 1 by rewriting them in independent 
form. Applicants submit that pending claims 40 and 43-52 distinguish over Repke and Kenji. 

In particular, claim 40 recites that "said surface of said extension portion to which said 
end portion is joined comprises said second surface of said outer cover," wherein the second 
surface is located opposite the "first surface facing said liner." As disclosed in Repke and 
Kenji, the surface of the extension portion to which the end portion is joined comprises the 
first surface facing the liner. Moreover, Kenji fails to disclose or suggest that the extension 
portion is secured to itself. Rather, the extension portion joined to the top sheet 2 (see 
abstract and Figure 3). For these reasons, Repke and Kenji fail to disclose or suggest all of 
the limitations of claim 40, and claims 43, 45 and 52 depending therefrom, and the 
Examiner's rejections should be withdrawn. 

Claim 44 recites that "said at least one elastic member is substantially freely movable 
within said elongate passage." This limitation is expressly distinguished from an elastic 
member that is intermittently joined to the sleeve member at spaced apart zones (compare 
claims 44 and 45 and see Specification at 1 1). In contrast, Repke discloses intermittently 
securing the elastic members to the elongate passage (Repke at Col. 8, line 1; Col. 9, line 6; 
Col. 15, line 22). The English portions of Kenji are silent as to whether the elastics are 
secured, but it appears at Figures 3 and 4 that the elastics are secured to the elongate 
passageway. For these reasons, Repke and Kenji fail to disclose or suggest all of the 
limitations of claim 44 and the Examiner's rejection should be withdrawn. 

Claim 5 1 recites that "said outer cover comprises a liquid-permeable layer and a 
liquid-impermeable layer." In contrast, Repke and Kenji both disclose an outer cover being 
formed fi-om only a single layer {see e.g., Repke at Col. 8, line 64, panty is "constructed from 
a single blank," Figure 11; Kenji at Figures 3 and 4). Accordingly, Repke and Kenji fail to 
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disclose or suggest all of the limitations of claim 51 and the Examiner's rejection should be 
withdrawn. 

Finally, Applicants submit that the materials of Repke and Kenji do not inherently 
function the same as the claimed inventions of claims 46-50. First, it is black letter law that 
" [t]he fact that a certain result or characteristic may occur or be present in the prior art is 
not sufficient to establish the inherency of that resuh or characteristic" (MPEP 2112, citing 
In re Rijckaert, 9F.3d 1531, 1534, 28 USPQ2d 1944, 1957 (Fed. Cir. 1993)). 
"Inherency may not be established be probabilities or possibilities" (MPEP 2112, citing In 
reRoberston, 169F.3d743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999)). 

In the present case, the claims are directed to the waist elastic system, not just the 
elastic material referenced by the Examiner (Office Action at 4). While keeping the creep of 
the elastic members to a minimum may help reduce decay of the overall system, other factors 
including the construction of the sleeve member and the attachment of the elastic member 
also play a significant role (Specification at page 9 lines 5-12). For example, the elastic 
member may be substantially unconnected along its length, or connected to only one layer of 
material (id; Specification at page 43, lines 4-10). Accordingly, the simple recitation of 
various elastic materials in Repke, for example, does not necessarily mean that the claimed 
decay values will be achieved. Indeed, as set forth below, Applicants' invention exhibited 
significantly improved decay values when compared with other commercial products. For all 
of these reasons, the Examiner's rejections relative to claims 46-50 should be withdrawn. 

Prior Art Rejections Under 35 USC 103 

There is No Suggestion to Combine Repke or Kenji with Weil 

There is no suggestion to combine either Repke or Kenji with Weil as asserted by the 
Examiner. Importantly, Weil actually teaches against a "closed-loop system" as recited in 
claims 46-50, which have been rewritten in independent form. In particular, Weil discloses 
that: 

it has been found that absorbent articles having elasticized waistbands also 
have a tendency to sag/gap and slide/slip during use. Further, the elasticized 
waistband feature has a tendency to rollover or roll-in at the front of the diaper 
resulting in a lack of fit about the waist of the wearer. (Col. 1, lines 63-67). 
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To solve this problem, Weil teaches the use of the dual tension fastening system 
described above. In particular, as stated by Weil, "it is an object of [the Weil invention] to 
provide a fastening system that provides [a] sustained dynamic fit for the elasticized 
waistband, . . . [and] to provide a waist closure system that maintains/creates lateral tension 
through at least a portion of the elasticized waistband to provide sustained dynamic fit" (Col. 
2, lines 22-29). Therefore, while Weil discloses the disadvantages of known waist elastic 
systems in terms of sag/gap and slide/slip during use, Weil teaches that such problems are 
solved by providing a dual tension fastening system (using 2 pairs of adjustable fasteners), 
neither of which is a closed-loop system. Weil does not disclose or suggest that the problems 
of sag/gap/slide/slip are solved by forming a closed-loop system and reducing the decay in 
such a system as recited in claims 46-50. \ 

Moreover, substitution of only the discrete lengths of elastic (which do not surround 
the user) as taught by Weil into the structure of Repke or Kenji would not provide a closed- 
loop elastic system and would be deficient in that the garment would not be securely held to 
the user. Indeed, such a substitution would render Repke and Kenji unsatisfactory for their 
respective intended purposes (MPEP 2143.01). 

In this regard, it is important to remember that the Examiner must read Weil as a 
whole. Weil teaches the use of a releasable dual fastener system having discrete lengths of 
elastic and adjustable fasteners to solve the problem of sag/slip, etc. Therefore, it is improper 
to take only the teaching of "elastic elements" in Weil, and to thereafter modify the 
construction of Repke and/or Kenji with hindsight analysis in view of Applicants' claims. 

In summary, there simply is no suggestion to combine Repke or Kenji with Weil as set 
forth by the Examiner, and claims 46-50 should be passed to allowance. 
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The Claimed Decay Values are Not An Obvious Matter of Design Choice^ 

As set forth above, the claims recite decay of the "waist elastic system," which 
includes the elastic member and the elongate sleeve member disposed thereabout (see Claim 
40). While keeping the creep of the elastic members to a minimum, as taught by Weil, may 
help reduce decay of the overall system, other factors including the construction of the sleeve 
member and the attachment of the elastic member also play a significant role (Specification at 
page 9 lines 5-12). For example, as previously explained, the elastic member may be 
substantially unconnected along its length, or connected to only one layer of material {id. \ 
Specification at page 43, lines 4-10). 

In addition, Weil fails to disclose any specific values of the magnitude of decay, but 
rather discloses only generally the objective of minimizing the creep of the elastic members. 
While the Examiner attempts to circumvent the requirement of all limitations being disclosed 
or suggested in the references by referring to design choices, that strategy is deficient on 
several grounds. 

As a threshold issue, the Examiner has not presented any line of reasoning as to why 
an artisan of ordinary skill would have been motivated to make the distinctive changes and 
modifications required to derive the invention called for by Appellant's claims. The 
Examiner's mere assertion that the claimed configuration "would have been an obvious 
matter of design choice within the skill in the art" presents only a conclusion, rather than a 
reason for making such a modification, or a suggestion that the claimed results could thereby 

^ Applicants note that, in Appeal No. 1998-2817, the Board of Patent Appeals and Interferences 
found that it would have been obvious to provide an elastic waist system of U.S. Patent No. 
4,639,949 to Ales with the claimed decay values in view of Weil. Applicants submit that the 
Examiner correctly refrained from citing Ales against the pending claims, for at least the 
reason that Ales fails to disclose joining an end portion of an extension portion to itself While 
Ales discloses folding a portion over an elastic member (Figure 6), the portion is not joined to 
itself Moreover, Ales discloses that folding a layer over the elastic member is only suitable 
for garments that "do not require inner and outer layers as in the panty 10" (Col. 5, lines 44- 
48; FIG. 6). Indeed, in the multiple layer structures of Ales, the elastic member is trapped 
between two layers, not in a passage formed by an extension portion of one of the layers being 
folded over on itself (Col. 4, lines 49-55; FIGS. 4-5). Finally, Applicants submit that the 
decay values presently recited provide unexpected results over the prior art, including Weil, for 
the reasons set forth herein. 
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be achieved. Instead, the Examiner has impermissibly employed the Applicants' disclosure 
as a road map for picking and choosing ranges of decay values that are neither taught nor 
suggested in the prior art. It is well settled that an obviousness rejection based on such 
hindsight analysis is improper. 

Furthermore, and contrary to the Examiner's assertions (Office Action at 6), 
Applicants have provided numerous references to the criticality of the claimed decay values 
in the specification. For example, Applicants explained that "another important factor in 
providing a substantially uniform low tension over a wide size range, a more comfortable fit, 
and improved ease of use, is the maximum magnitude of decay, measured in grams of 
tension, at a specific extension over the first three cycles" (Specification at page 40, lines 9- 
21). Moreover, Applicants tested multiple samples of a first and second embodiment of the 
invention, and compared the decay values with the decay values for multiple specimens of 
seven commercially available products (Specification at page 41, lines 4-13). The extensive 
testing is reflected in the thirteen tables of data provided in the Specification (pages 18-30). 
The commercially available products that were tested are described in the Specification at 
pages 15-16, and include a Pampers® Trainers® product manufactured by Procter and 
Gamble, the assignee of the Weil patent (Specification at page 16, lines 1-4). 

As can be seen at Table 13, the decay values for the embodiments of the present 
invention are '''significantly lower than the decay values at 300 millimeters for samples 1-7 
[commercial products]" (page 41, lines 4-10 (emphasis added)). The difference in decay 
values for other extensions were equally significant (see Table 13). This objective evidence 
of non-obviousness, which shows the failures of others as well as unexpected results, dictates 
a finding of patentability. It is important to note that the comparisons of Tables 1-13 are 
direct comparisons of the closest prior art with the claimed invention, including the measures 
of decay of the elastic system. See MPEP 716.02(e) (citing In re Holladay, 584 F.2d 384, 199 
USPQ 516 (CCPA 1978); Ex Parte Number, 217 USPQ 265 (Bd. App. 1961)). In contrast, 
the general discussion of creep in Weil is not even directed to a closed-loop system, but rather 
only to the individual elastic members, and is therefore not applicable to the claims at issue. 
As such, the claimed ranges of decay, which do not even come close to overlapping with the 
decay of the known commercial products, strongly evidences the criticality of the ranges, and 
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obviates against any suggestion that they can be achieved simply by design choice. 
For these additional reasons, claims 46-50 should be allowed. 



CONCLUSION: 

After amendment, this application has eleven claims, including eight independent 
claims. Applicants previously paid for twenty claims, including eight independent claims,"^ 
If for any reason this application is not considered to be in condition for allowance and an 
interview would be helpful to resolve any remaining issues, the Examiner is respectfully 
requested to call the undersigned attomey at (312) 321-4713. 



Dated: December L2004 By: 




Andrew D. StoVgr 
Reg. No. 38,629 
Attomey for Applicants 



BRINKS HOFER GILSON & EIGNE 
Post Office Box 10395 
Chicago, Illinois 60610 
(312) 321-4200 



^ Applicants paid for five (5) additional independent claims with a check in the amount of 
$440.00, which was mailed to the United States Patent and Trademark Office on November 
8, 2004 with the Amendment and Reply to July 8, 2004 Office Action. 
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